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DETAILED ACTION 

1. Claims 1-16 and 18 are pending in the instant application. Applicant's arguments 
submitted 7/5/2006 have been carefully and fully considered, but they are not 
persuasive. The double patenting rejections of claims 1-6, 9-11, 13, 14, and 18 are 
maintained. Accordingly, this Office action is made FINAL. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1, 5, 9, 13, 14, and 18 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 9, and 12 of 
U.S. Patent No. 7,028,156 in view of Bearden et al. (US 2004/0205298). 



Application/Control Number: 10/749,862 



Page 3 



Art Unit: 2187 



10/479,862 


7,028,156 


1 . A method comprising: receiving a first 
read request from a computer system. 


1. In a data storage system, a method 
comprising receiving a first request to read 
data from a data volume, wherein the first 
request is received from a computer system 


Reading data from a first mirror of a data 
volume in response to receiving the first 
read request. 


Reading data from a first memory 
configured to store the data volume in 
response to receiving the first request 


Reading data from a second mirror of 
the data volume in response to receiving 
the first read request. 


Reading data from a second memory 
configured to store a mirrored copy of the 
data volume in response to receiving the 
first request 


Returning the data read from the first 
mirror to the computer system. 


Returning the data read from the first 
memory to the computer system 


Storing the data read from the second 
mirror into a cache memory. 


Storing the data read from the second 
memory into a memory device 
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Receiving a second read request from 
the computer system, wherein the 
second read request is received 
subsequent to the first read request, and 
wherein the first and second read 
requests seek the same data. 


Receiving a second request to read from 
the data volume, wherein the second 
request is received from the computer 
system, and wherein the first and second 
requests seek the same data. 


Returning data stored in the cache 
memory in response to receiving the 
second read request. 


Bearden teaches returning data stored in a 
cache when the data is requested 
(paragraph 0029) 


5 further comorisina comoarina time T1 

\J . IUI II Ivl V*» \J 1 1 ipi ION 1 y vv 1 1 1 §-» V* 1 1 1 1 y 11 ■ I ■ W 1 1 

with time T2, wherein time T1 is the time 
when the first read request was 
received, and wherein time T2 is the 
time when the second read request was 
received 


Comparing time T1 with time T2, wherein 
time T1 is the time when the first request 
was received, and wherein time T2 is the 
time when the second request was received 


9. A computer readable medium 
comprising instructions executable by a 
first computer system, wherein the first 
computer system performs a method in 

It/opUIIOC IU CaCOU Lilly U IC II loll UwllWl ID, 

the method comprising: receiving a first 
read request from a computer system 

Reading data from a first mirror of a data 
volume in response to receiving the first 
read request. 


9. A computer readable medium comprising 
instructions executable by a first computer 
system, wherein the first computer system 
performs a method in response to executing 
thp in^trurtinrm thp method comorisino' 

lllW 1 1 1 O LI L4 \s LI \J 1 1 O , lilt; 1 1 I^U Ivu W v 1 I 1 1 1 <J 1 1 1 y . 

reading data from a first memory configured 
to store a data volume in response to 
receiving a first request to read data from 
the data volume, wherein the first request is 
received from a second computer system in 
data communication with the first computer 
system 
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Reading data from a second mirror of 
the data volume in response to receiving 
the first read request. 


Reading data from a first memory 
configured to store a mirrored copy of the 
data volume in response to receiving the 
first request 


Returning the data read from the first 
mirror to the computer system. 


Returning the data read from the first 
memory to the second computer system 


Storing the data read from the second 
mirror into a cache memory. 


Storing the data read from the second 
memory into a memory device of the first 
computer system 


Receiving a second read request from 
the computer system, wherein the 
second read request is received 

ciihQPmipnt tn thp fir^t rp£*H rpnnp^t and 

wherein the first and second read 
requests seek the same data. 


Receiving a second request to read from 
the data volume, wherein the second 
request is received from the computer 
<*\/^tpm and wherpin the first and second 

O V O lv 1 1 1 j d 1 1 \J V V 1 1 w 1 V< III LI 1 w III Wl w4 1 Im wv 1 1 \4 

requests seek the same data 


Returning data stored in the cache 
memory in response to receiving the 
second read request. 


Bearden teaches returning data stored in a 
cache when the data is requested 
(paragraph 0029) 


13. Further comprising comparing time 
T1 with time T2, wherein time T1 is the 
time when the first read request was 
received, and wherein time T2 is the 
time when the second read request was 
received 


Comparing time T1 with time T2, wherein 
time T1 is the time when the first request 
was received, and wherein time T2 is the 
time when the second request was 
received. 


14. further comprising reading the data 
stored in the cache memory in response 
to receiving the second request only if 
time 12 occurs within a predetermined 
amount of time after T1 


12. wherein the method further comprises 
reading the data stored in the memory 
device only if time T2 occurs within a 
predetermined amount of time after T1 ; 
returning the data read from the memory 
device to the computer system. 
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Art Unit: 2187 



18 A data processing system 
comprising; a first computer system 
coupled to a memory system, wherein 
the memory system stores a data 
volume comprising a first mirror and a 
second mirror. 

Wherein the first computer system 
comprises a memory for storing 
instructions executable by the first 
computer system. 

Wherein the first computer system 
implements a method in response to 
executing the instructions, the method 
comprising: receiving a first read request 
from a computer system. 


1. In a data storage system, a method 
comprising: 

Bearden teaches a computer system, item 
302 of fig 3, comprising a memory for 
storing instructions executable by the 
computer system, item 330 of fig 3. 

Bearden teaches that the computer system 
implements methods when executing the 

oLUIGU II /ol/ UULIUl io ; fJafaylafJII \JUU\J. 


Keaomg oaia irom me iirst mirror in 
response to receiving the first read 
request. 


Daaq iwinn o firct ran i loct tr\ rpsrl H^ito fmm £1 
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data volume, wherein the first request is 
received from a computer system; reading 
data from a first memory configured to store 

thp Hata x/nlump in rp^nnn^p to rpnpix/ino 

the first request 


Reading data from the second mirror of 
the data volume in response to receiving 

lilt? Illol 1 CdU JcLjUCoL 


Reading data from a second memory 
configured to store a mirrored copy of the 
data vnlump in rp^non^p to receivino the 

first request 


Returning the data read from the first 
mirror to the computer system. 


Returning the data read from the first 
memory to the computer system 


Storing the data read from the second 
mirror into a cache memory. 


Storing the data read from the first memory 
into a memory device 


Receiving a second read request from 
the computer system, wherein the 
second read request is received 
subsequent to the first read request, and 
wherein the first and second read 
requests are for the same data. 


Receiving a second request to read data 
from the data volume, wherein the second 
request is received from the computer 
system, and wherein the first and second 
requests seek the same data 
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Rpfiirninn data Qtnrpd in thp paphp 

memory in response to receiving the 
second read request. 


Rpprdpn tparhp<* rpfurnina data stored in a 

cache when the data is requested 
(paragraph 0029) 




Comparing time T1 with time T2, wherein 
time T1 is the time when the first request 
was received, and wherein time 12 is the 
time when the second request was received 



4. The invention of claims 1 , 5, 9, 13, 14, and 18 differs from the invention claimed 
in patent 7,028,156 as shown supra. 

5. Bearden teaches the usage of pre-fetching data that is likely to be requested by a . 
host computer, paragraph 0004. 

6. US patent 7,028,156 and Bearden are analogous art because they are from the 
same field of endeavor, the design of computer data storage systems. 

7. At the time of the invention it would have been obvious to one of ordinary skill in 
the art to pre-fetch the data stored in the second mirror and store it in a cache memory. 

8. The motivation for doing so would have been to improve the data rate by 
retrieving data from storage ahead of time, Bearden paragraph 0004. 

9. Therefore, it would have been obvious to combine Bearden with US patent 
7,028,156 for the benefit of improving the data rate between the storage system and the 
requesting computer to obtain the invention as specified in claims 1, 5, 9, 13, 14, and 
18. 



10. Claims 1-6, 9-11, 13, and 18 are provisionally rejected on the ground of 
nonstatutory double patenting over claims 1-4, 8, 14-17, and 23 of copending 
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Application No. 10/742,129 in view of Bearden (cited supra). This is a provisional 
double patenting rejection since the conflicting claims have not yet been patented. 

1 1 . The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

12. Independent claim 1 of the instant applicant differs from independent claim 1 of 
application 10/742,129 in that the instant application performs pre-fetching of the data 
stored in the second mirror when the first read request is received and returns the data 
stored in the cache when the second read request is received. 

13. Independent claim 9 of the instant applicant differs from independent claim 14 of 
application 10/742,129 in that the instant application performs pre-fetching of the data 
stored in the second mirror when the first read request is received and returns the data 
stored in the cache when the second read request is received. 

14. Independent claim 18 of the instant applicant differs from independent claim 23 
of application 10/742,129 in that the instant application performs pre-fetching of the data 
stored in the second mirror when the first read request is received and returns the data 
stored in the cache when the second read request is received. 

15. Bearden teaches the usage of pre-fetching data that is likely to be requested by a 
host computer, paragraph 0004. 

16. Application No. 10/742,129 and Bearden are analogous art because they are 
from the same field of endeavor, the design of computer data storage systems. 
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17. At the time of the invention it would have been obvious to one of ordinary skill in 
the art to pre-fetch the data stored in the second mirror and store it in a cache memory. 

1 8. The motivation for doing so would have been to improve the data rate by 
retrieving data from storage ahead of time, Bearden paragraph 0004. 

1 9. Therefore, it would have been obvious to combine Bearden with Application No. 
10/742,129 for the benefit of improving the data rate between the storage system and 
the requesting computer to obtain the invention as specified in claims 1-6, 9-11, 13, and 
18. 

20. Dependent claims 2-6,10,11, and 1 3 correspond to the claims of application 
10/742,129 as follows: 



10/749,862 


2 


3 


4 


5 


6 


10 


11 


13 


10/742,129 


2 


3 


4 


8 


8 


15 


16 


17 



21 . Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

22. Claims 1, 5, 6, 9, and 18 are provisionally rejected on the ground of nonstatutory 
double patenting over claims 24, 25, 32, and 41 of copending Application No. 
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11/242,216. This is a provisional double patenting rejection since the conflicting claims 
have not yet been patented. 

23. The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

24. All limitations of independent claim 1 of the instant application are recited in 
claim 24 of application 1 1/242,216. 

25. Dependent claims 5 and 6 of the instant application specify comparing two times 
relating to when read requests are received, and only returning the data stored in the 
cache if the second request occurs within a predetermined amount of time after the first 
request. Claim 25 of application 1 1/142,216 requires returning the data stored in the 
memory device if the second request is received within a predetermined amount of time 
after receiving the first request. 

26. All limitations of independent claim 9 of the instant application are recited in 
claim 32 of application 11/142,216. 

27. All limitations of independent claim 18 of the instant application are recited in 
claim 40 of application 1 1/142,216. 

28. Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 



Application/Control Number: 10/749,862 
Art Unit: 2187 



Page 1 1 



Response to Arguments 

29. Applicant's arguments filed 7/5/2006 have been fully considered but they are not 
persuasive. 

30. First point of Argument 

31. In the third paragraph beginning on page 7, Applicant argues "the Office Action 
admits that 'returning data stored in the cache memory in response to receiving the 
second request' of independent claims 1, 9, and 18 is not found in Kiselev." The 
Examiner respectfully disagrees. The limitation "returning data stored in the cache 
memory in response to receiving the second request is not claimed in the 7,028,1 56 
patent, but is taught by item 102 of figure 4A. 

32. Second point of Argument 

33. In the first paragraph beginning on page 8, Applicant argues: 

a. "A nonstatutory obviousness-type double patenting rejection is appropriate 
where the conflicting claims are not identical, but one examined application claim 
is not patentably distinct from the reference claim or claims because the 
examined application claim is either anticipated by or would have been obvious 
over, the reference claim or claims. See, e.g., In re Berg, 140 F.3d 1428, 46 
USPQ2d 1266 (Fed. Cir 1998). This cited section of In re Berg makes clear that 
a nonstatutory obviousness-type double patenting rejection is based upon the 
claim or claims of one reference. The Office Action rejects independent claims 1, 
9, and 18 based upon two references. As such, Applicants assert that the 
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nonstatutory obviousness-type double patenting rejection of independent claims 
1, 9, and 18, is improper' 1 

34. The Examiner respectfully disagrees. Claims 1, 5, 9, 13, 14 and 18 are rejected 
as being obvious variations of claims 1, 9, and 12 of 7,028,156. Bearden is cited to 
show the obviousness of "returning data stored in the cache memory in response to 
receiving the second read request. MPEP 804 (ll)(B)(1) states: 

b. "A double patenting rejection of the obviousness-type is "analogous to [a 
failure to meet] the nonobviousness requirement of 35 U.S.C. 103" except that 
the patent principally underlying the double patenting rejection is not considered 
prior art. In re Braithwaite, 379 F.2d 594, 154USPQ29 (CCPA 1967). Therefore, 
any analysis employed in an obviousness-type double patenting rejection 
parallels the guidelines for analysis of a 35 U.S.C. 103 obviousness 
determination. In re Braat, 937 F.2d 589, 19 USPQ2d 1289 (Fed. Cir. 1991); In re 
Longi, 759 F2d 887, 225 USPQ 645 (Fed. Cir 1985): 

35. The Examiner relied upon Bearden to establish the obviousness returning 
data stored in the cache memory in response to receiving the second read request. 
Accordingly, the Examiner holds that the obviousness type double patenting rejections 
of claims 1, 5, 9, 13, 14, and 18 are proper and consistent with Office policy. 

36. Third point of Argument 

37. In the second paragraph beginning on page 8, Applicant argues: 

c. "Independent claims 1-6, 9-11, 13, and 18 were provisionally rejected on 
the ground of nonstatutory double patenting over claims 1-4, 8, 14-17, and 23 of 
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the '129 Application in view ofBearden. Applicants submit that this rejection is 
improper for the same reasons set forth above. Namely, since In re Berg makes 
clear that a nonstatutory obviousness-type double patenting rejection is based 
upon the claim or claims of one reference, and since the Office Action rejection 
rejects claims 1-6, 9-11, 13, and 18 based upon two references, Applicants 
assert that the nonstatutory obviousness-type double patenting rejection of 
claims 1-6, 9-11, 13, and 18 is improper." 

38. The Examiner respectfully disagrees for the same reasons presented supra with 
respect to the obviousness-type double patenting rejection of claims 1, 5, 9, 13, 14 and 
18 as being obvious variations of claims 1, 9, and 12 of 7,028,156. 

39. Fourth point of Argument 

40. In the third paragraph beginning on page 8, Applicant argues: 

d. "Claims 1, 5, 6, 9, and 18 were provisionally rejected on the ground of 
nonstatutory double patenting overclaims 24, 25, 32, and 41 of Application '216. 
with respect to claim 1, the Office Action asserts that all limitations of 
independent claim 1 are recited in claim 24 of the '216 application. Claim 24 of 
the '216 Application is dependent upon claim 22 of the '216 patent application. 
Claim 22 of the '216 patent application, in turn, recites 'comparing the data read 
from the first memory with the data read from the second memory, ' which is not 
taught or fairly suggested in independent claim 1 set forth above. As such, 
Applicants submit that independent claim 1 is patentably distinct over claim 24 of 
the '216 patent application." 
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41 . The Examiner respectfully disagrees. That claim 24 of the '216 Application is 
dependent upon claim 22 of the '216 Application, and that claim 22 recites a limitation 
not recited in claim 1 of the instant application does not show that claim 1 of the instant 
application is patentably distinct over claim 24 of the '216 Application. Claim 24 of the 
'216 Application anticipates, and therefore renders obvious, claim 1 of the instant 
application. 

42. Fifth point of Argument 

43. In the first paragraph beginning on page 9, Applicant argues: 

e. "The Office Action similarly asserts that all limitations of independent claim 
9 are recited in claim 32 of the '216 application. Claim 32 of the '216 patent 
application recites 'comparing the data read from the first memory with the data 
read from the second memory, 1 which is not taught or fairly suggested 
independent claim 9. As such, independent claim 9 is patentably distinct over 
claim 32 of the '216 patent application " 

44. The Examiner respectfully disagrees. That claim 32 of the '216 Application 
recites a limitation not recited in claim 9 of the instant application does not show that 
claim 9 of the instant application is patentably distinct over claim 32 of the '216 
Application. Claim 32 of the '216 Application anticipates, and therefore renders 
obvious, claim 9 of the instant application. 

45. Sixth point of Argument 

46. In the second paragraph beginning on page 9, Applicant argues: 
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f. "The Office Action asserts that all limitations of independent claim 18 are 
recited in claim 40 of the '216 application. Claim 40 of the '216 application is 
dependent from claim 39 of the '216 patent application. Claim 39 of the '216 
patent application recites 'comparing the data read from the first memory with the 
data read from the second memory, ' which is not taught or fairly suggested in 
independent claim 18 set forth above. As such, Applicants submit that 
independent claim 18 is patentably distinguishable over claim 40 of the '216 
application." 

47. The Examiner respectfully disagrees. That claim 40 of the '216 Application 
recites a limitation not recited in claim 18 of the instant application does not show that 
claim 18 of the instant application is patentably distinct over claim 40 of the '216 
Application. Claim 40 of the '216 Application anticipates, and therefore renders 
obvious, claim 18 of the instant application. 

Allowable Subject Matter 



48. Claims 7, 8, 12, 15, and 16 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 

49. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jared I. Rutz whose telephone number is (571) 272- 
5535. The examiner can normally be reached on M-F 8:00 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald Sparks can be reached on (571) 272-4201. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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